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REMARKS 

In view of the following remarks, the Examiner is requested to allow Claims 1- 
10, 13-19, and 44-46. 

Claims 1 and 44 have been amended to recite that between movements in 
the opposite directions, the dispensing head is displaced in a sideways orientation 
between one array set and the next. Support for this amendment appears at page 
1 1. lines 2-4 of Applicants* specification. Claims 14 and 15 have been placed in 
independent form, pursuant to the Examiner's indication of allowability for these 
claims. 

No new matter has been added. 



Claim Rejections - 35 U.S.C. §103 

Claims 1-10, 13, 18, 19, and 44-46 have been rejected under 35 U.S.C. 
§1 03(a) as allegedly being unpatentable over Kowallis et a/. (US Patent No. 
6,228.569) in view of Tisone et at. (US Patent No. 6,063,339). This rejection is 
respectfully traversed. 

The Examiner asserted that Kowallis et at. discloses: 

moving the head and substrate relative to one another along a bi-directional 
path wherein the moving comprises moving the head in a direction along an 
array set, moving the head in the opposite direction along the second array 
set without intervening movement of the head (first pass, direction 96 along 
array set 88, second pass in direction 98 along array set 90. 

Office Action at page 3 (citation omitted). 

The Examiner asserted further that Kowallis et al. is silent regarding 
dispensing while moving the substrate and head relative to each other, and the 
Examiner has cited Tisone et a/, in an effort to overcome the perceived deficiency of 
Kowallis et ai. 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation either in the cited 
references themselves or in the knowledge generally available to an art worker, to 
modify the reference or to combine reference teachings so as to arrive at the claimed 
method. Second, the art must provide a reasonable expectation of success. Finally, 
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the prior art reference must teach or suggest ad the claim limitations (M.P.E.P. § 
2143). The teaching or suggestion to arrive at the claimed method and the 
reasonable expectation of success must both be found in the prior art, not in 
Applicant's disclosure (M.P.E.P. § 2143 citing with favor, In re Vaeck, 20 U.SP.Q.2d 
1438 (Fed. Cir. 1991)). 

For at least the reason that there would have been no motivation to combine 
the cited documents, the Examiner has not established prima facie obviousness, 

Kowallis et at. discloses moving a dispensing assembly having dispensing 
heads over a fixed substrate so as to produce a plurality of arrays on the substrate. 
See, for example, column 5, line 64 to column 6, line 11. 

Tisone et a/, discloses an assembly comprising a dispensing head and a 
substrate, wherein the substrate is secured to a moveable table. See, for example, 
column 4, first full paragraph. 

Applicants submit that because Kowallis ef a/, does not disclose movement of 
the substrate, there would have been no motivation to combine Kowallis ef a/, with 
Tisone et al. in the manner set forth by the Examiner. The combination of 
documents cited by the Examiner would change the principle of operation of the 
device of Kowallis et a/., which is not designed for use with a moveable substrate. If 
the proposed modification or combination of the prior art would change the principle 
of operation of the prior art invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facie obvious. MPEP § 
2143.01 (citing In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959). 

Furthermore neither Kowallis et ai nor Tisone et a/, discloses displacement of 
the dispensing head in a sideways orientation between one array set and the next, 
between movements in the opposite directions, as recited in the present claims. As 
such, all elements of Applicants claims are neither taught nor suggested by the cited 
documents. 

Therefore, there is no prima facie obviousness. Withdrawal of this rejection is 
respectfully requested. 

Claim 16 has been rejected under 35 U.S.C. §103(a) as allegedly being 
unpatentable over Kowallis et al (US Patent No. 6,228,569) in view of Tisone et a/. 
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(US Patent No. 6,063,339) as applied to Claim 1 and further in view of Gordon etai 
(US Patent No. 5,486,452). This rejection is respectfully traversed. 

Gordon et a/, was cited for a disclosure of separation of arrays. Gordon et a/, 
does nothing to remedy the deficiency set forth supra with respect to the combination 
of Kowallis et a/, and Tisone et a/. Accordingly, there is no prima facie obviousness. 
Withdrawal of this rejection is respectfully requested. 

Claim 17 has been rejected under 35 U.S.C, §1 03(a) as allegedly being 
unpatentable over Kowallis et a/. (US Patent No. 6,228,569) in view of Tisone et ai 
(US Patent No. 6,063,339) as applied to Claim 1 and further in view of Zeleny et ai 
(US Patent No. 6,215,894). This rejection is respectfully traversed. 

Zeleny et a/, was cited for a disclosure of identifiers on an array. Zeleny et at. 
does nothing to remedy the deficiency set forth supra with respect to the combination 
of Kowallis et at. and Tisone et a/. Accordingly, there is no prima facie obviousness. 
Wfthdrawal of this rejection is respectfully requested. 

Allowable Subject Matter 

Applicants note with appreciation the indication of allowability of claims 14 and 

15. 
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CONCLUSION 

In view of the amendments and remarks above, the Applicants respectfully 
submit that all of the claims are in condition for allowance, which action is requested. 
If the Examiner finds that a telephone conference would expedite the prosecution of 
this application, please telephone Bret Field at (650) 327-3400. 

The Commissioner is hereby authorized to charge any fees under 37 C.F.R. 
§§1.16 and 1.17 which may be required by this paper, or to credit any overpayment, 
to Deposit Account No. 50-1078, order number 10010469-1. 

Respectfully submitted, 



Date: January 9. 2006 




Richard A. Schwartz 
Registration No. 48,105 




AGILENT TECHNOLOGIES, INC. 
Legal Department, DL429 
Intellectual Property Administration 
P.O. Box 7599 

Loveland, CO 80537-0599 
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